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. IVIONTH(S) FROIVI 



Period for Repiy 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE three 

THE MAILING DATE OF THIS COMMUNICATION, 

^^Jo^^^^^ .nnoevent. however. rnayare,ybetl.e,y.e.anerS,X(6)MON^ 

"I^T^ ^V^lni^rrifi^f^^^ is less than thirty (30) days, a repiy v^thin the statutory minimum of thirty (30) days wiil be considered timely. 

Failure to reply v^thin the set or extended period for reply ^11. by statute, cause the application to become ABANDONED (35 U^ C^§ 
: AnJ Sy rec^Z by the Office later than three months after the mailing date of this communication, even .f timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 ) S Responsive to communication{s) filed on Jan 2, 2002 . • 

2a) m This action is FINAL. 2b) □ This action is non-final. 

3) □ Since this application is in condition for allowance except for f^™^' 

closed in accordance with the practice under Ex parte Qu9>V§35 CD. 1 1; 453 O.G. 213. 

Disposition of Claims 

^^^^^ is/are pending in the applica 

4) B Claimfs) 1-25 



4a) Of the above, claim(s) 24 and 25 
5)0 Ciaim(s) , 



6)K! Claimfs) 1-23 

?)□ Claim(s) 

8)0 Claims 



is/are withdrawn from considers 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction and/or election requirem 



Application Papers 

9) □ The specification is objected to by the Examiner. 

10)D The drawing(s) filed on . 



is/are dJD accepted or bP objected to by the Examiner. 



Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

IDD The proposed drawing correction filed on „ is: aP approved b)ndisapproved by the Examiner. 

If approved, corrected drawings are required In reply to this Office action. 

12) □ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C.§§ 119 and 120 ^^^.h^x/wx m 

1 3) □ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 l9(aHd) or (T). 

a)n All b) □ Some* c) [INone of: 

1. □ Certified copies of the priority documents have been received. 

2 □ Certified copies of the priority documents have been received in Application No ■ 

3 □ Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
*See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 
a)D The translation of the foreign language provisional application has been received. 

15) D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachinent(s) 

m . r. , torn mo\ 4) Dlnterview Summary (PTO-413) Paper No(s). 

1) [jNotice of References Cited (PTO-892) i— ' 

L .r,. .r^ • » o^.A^u toTn QAR\ 5) nNotice of Infofmal Patefit Apptication (PTO-1 52) 

2) QNotice of Draflsperson's Patent Drawing Review (PTO-948) ^} 

3) □information Disclosure Statement(s)(PTO-1449) Paper No(s). . 6) □other: 



U S. Patent and Trademark Office 

PTO-326(Rev. 04-01) 
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Part of Paper No. 12 



Application/Control Number: 09661 1 63 P^S^ ^ 

Art Unit: 3713 

DETAILED ACTION 

The amendment filed on January 2, 2002 (paper No. 7) has been received and considered. 
By this amendment, claim 8 has been canceled, claims 20-25 have been added and claims 1-7 
and 9-25 are pending in the application. 

Election/Restriction 

1 Newly submitted claims 24-25 directed to an invention that is independent or distinct 
from the invention originally claimed for the following reasons: 

Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1 -23 , drawn to a game with subsequent events, classified in class 463 , 
subclass 10. 

II. Claims 24-25, drawn to transfer outcome from one game to another, classified in 
class 463, subclass 43. 

Inventions Group I and Group II are related as combination and subcombination. 
Inventions in this relationship are distinct if it can be shown that (1 ) the combination as claimed 
does not require the particulars of the subcombination as claimed for patentability, and (2) that 
the subcombination has utility by itself or in other combinations (MPEP § 806.05(c)). In the 
instant case, a game with subsequent events of Group I does not require transferring outcome 
from one game to another of Group II. The subcombination has separate utility such as 
importing game result from one game to another game. 
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Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art because of their recognized divergent subject matter, restriction for 
examination purposes as indicated is proper. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for prosecution 
on the merits. Accordingly, claims 24-25 withdrawn from consideration as being directed to a 
non-elected invention. See 37 CFR 1.142(b) and MPEP § 821.03. 



Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 1-7, and 9-23 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Falciglia (US. Patent No. 5,935,002) in view of Tsumura (US. Patent No. 5,547,202). 
a. As per claim 1 -4, Falciglia discloses a method for gaming. The method comprises the 
steps of: making a wager (col. 4, lines 57-58); evoking chance means to produce outcomes and 
displaying the outcomes (col. 4, lines 52-55 and col. 5, lines 25-40); comparing each outcome to 
an ultimate winning outcome (col. 2, lines 22-27); triggering a subsequent event (col. 6, lines 
3-22); determining whether the plurality of outcomes match an intermediate winning outcome 
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and awarding the intermediate winning (col. 6, lines 1-6); and continuing to evoke chance means 
until the ultimate winning outcome is produced or the outcomes are exhausted (col. 5, lines 
21-24 and col. 6, lines 7-10). 

Falciglia does not disclose saving the current set of outcomes on encoded movable media. 
However, Tsumura discloses saving information of a suspended game (col. 11, lines 19-42). It 
would have been obvious to a person of ordinary skill in the art at the time the invention was 
made to include the saving method of Tsumura to the game method of Falciglia in order to allow 
a user to resume playing a suspended game as motivated by Tsumura in col. 1 1 , lines 29-32. 

b. As per claim 5, FalcigUa discloses awarding complimentary items (col. 6, lines 64-66). 

c. As per claim 6-7, 1 0 and 1 3 , Falciglia discloses a subsequent gaming event and awarding 
credits (col. 7, lines 14-35). 

d. As per claim 8, 1 1 , and 1 4, Falciglia discloses allowing the player to select a subset of 
outcomes (col. 9, lines 26-28), generating outcomes (col. 9, lines 53-55); comparing the selected 
subset of outcomes with the generated outcomes (col. 9, lines 39-47; and col. 10, lines 2-5); and 
awarding credits (col. 10, lines 6-14). 

e. As per claim 9, 12, 15, and 21 , Falciglia does not disclose simulating a racing event or 
keno gaming event. However, activating a racing event or a keno event as subsequent game 
events would have been well known to a person of ordinary skill in the art at the time the 
invention was made. It would have been obvious to a person of ordinary skill in the art at the 



Application/Control Number: 09661 163 
Art Unit: 3713 



Page 5 



time the invention was made to include a racing event or keno gaming event in the subsequent 
games of Falciglia in order to allow the player to play a racing or keno bonus game, 
f As per claim 16-17, Falciglia discloses a game which involves a single player (Fig. 1 ) or a 
plurality of players (Fig. 4 and col. 1, lines 49-52). 

g. As per claim 18, Falciglia discloses a three dimensional RxC matrix (Fig. 1 ). 

h. As per claim 19, refer to discussion in claim 1 above. 

i. As per claim 20, 22, and 23, refer to discussion in claims 1 and 8 above. 

Response to Arguments 
3. Applicant's arguments filed 2/19/2002 have been fully considered but they are not 
persuasive. 

a) In response to applicant's argument in page 7, second, third and fourth paragraphs, 
Falciglia does not teach saving the game for later use. However, Tsumura teaches the claimed 
limitation (col. 11, lines 19-42). Tsumura does not teach a wager game machine. However, 
Tsumura teaches a gaming machine which accepts coin firom the player as admitted by applicant 
in page 7, third paragraph, an ordinary skill in the art would be able to apply saving the game for 
later use as taught by Tsumura to the game machine of Falciglia. In response to applicant's 
argument that the examiner's conclusion of obviousness is based upon improper hindsight 
reasoning, it must be recognized that any judgment on obviousness is in a sense necessarily a 
reconstruction based upon hindsight reasoning. But so long as it takes into account only 
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knowledge which was within the level of ordinary skill at the time the claimed invention was 
made, and does not include knowledge gleaned only from the applicant's disclosure, such a 
reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 1971). 
b) In response to applicant's argument in page 8, that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be estabUshed by combining or 
modifying the teachings of the prior art to produce the claimed invention where there is some 
teaching, suggestion, or motivation to do so found either in the references themselves or in the 
knowledge generally available to one of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 
5 USPQ2d 1596 (Fed. Cir. 1988)and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 
1992). In this case, the motivation to combine references is found in the knowledge generally 
available to one ordinary skill in the art. 

c) In response to applicant's argument in page 9, first paragraph, the claimed limitations in 
claims 5-8, 10-11, and 13-14, are taught by Falciglia as explained in 35 USC 103(a) rejection 
above. Further, racing game and keno game are very well known games in the art. 

d) In response to applicant's argument in page 9, third paragraph, Falciglia does allow the 
player to select outcomes (col. 9, lines 26-28), col. 2, lines 23-27 teaches the claimed limitation 
generating outcomes in claim 20, line 14 of the present application. 



4. THIS ACTION IS MADE FINAL. 

policy as set forth in 37 CFR 1.136(a). 



Applicant is reminded of the extension of time 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any response to this final action should be mailed to: 

Box AF: 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 
or faxed to: 

(703) 872-9303, (for formal communications; please mark "EXPEDITED 
PROCEDURE") 

Or: 

(703) 308-7768 (for informal or draft communications, please label 
"PROPOSED" or "DRAFT") 
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Hand-delivered responses should be brought to Crystal Plaza II, Arlington. VA., 
Second Floor (Receptionist). 

5 . Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Kim Nguyen whose telephone number is (703) 308-7915. The examiner 
can normally be reached on Monday-Thursday from 8:00 am to 5:30 pm ET. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Valencia Martin-Wallace, can be reached on (703) 308-41 19. The fax phone number 
for this Group is (703)872-9302. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Group receptionist whose telephone number is (703)308-1 148. 



// JoeH. 
/ Primary E^i 



Chenc 
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May 31, 2002 



